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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 50, 54, 56-58, 67-69, 71-73 and 75-80 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Paraschac (US H1745). 

Regarding claim 50, Paraschac discloses an ablation apparatus comprising first [116] and 
second [117] jaw assemblies [Fig. 5], the jaw assemblies being movable between open and 
closed positions, each jaw assembly having an elongated electrically conductive member [147, 
148], the conductive members in face to face relation and connectible to a bipolar energy power 
source [col. 7, 11. 5-9] so as to be of opposite polarity, each jaw assembly including an internal 
jaw support member [134, 164, Fig. 5] and an insulative cover [146, 156] that surrounds the 
internal jaw support member [Fig. 5], wherein the internal jaw support member is insulated 
relative to the conductive member of the respective jaw assembly. 

Regarding claim 54, Parashac discloses each jaw assembly has a clamping surface [inner 
surfaces of 1 16 and 117, Fig. 5] having a width, and each conductive member has a tissue 
contacting portion with a width [widths of elements labeled 119 and 1 18 in Fig. 5], and wherein 
each tissue contacting portion's width can be seen to be less than the width of the associated 
clamping surface. 
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Regarding claim 56, Paraschac discloses the conductive member is generally centrally 
located relative to the clamping surface [Fig. 5]. 

Regarding claim 57, both conductive members define an interior lumen [120, 121]. 

Regarding claim 58, Paraschac discloses each jaw assembly has a clamping surface 
[inner surfaces of 1 16 and 1 17, Fig. 5] and a portion of the clamping surface is disposed on each 
side of the conductive member [Fig. 5]. 

Regarding claim 67, it is inherent that each jaw assembly includes an opening disposed 
for receiving a respective conductive member therein, since there is a conductive member within 
each jaw assembly. 

Regarding claims 68 and 73, it is inherent that each insulative cover includes an opening 
disposed for receiving a conductive member therein since each insulative cover [146, 156] 
surrounds its respective conductive member [147, 148]. The opening can also be interpreted as a 
groove. 

Regarding claim 69, each jaw assembly has a clamping surface [inner surfaces of 1 16 and 
117, Fig. 5] and each insulative cover [146, 156] is located on each side of the respective 
elongated conductive member [Fig. 5] of the corresponding jaw assembly and forms the 
clamping surface. 

Regarding claim 71, Paraschac discloses each elongated conductive member protrudes 
through an opening in the respective insulative cover [Fig. 5]. 

Regarding claim 72, Paraschac discloses each jaw assembly has a clamping surface and 
each elongated conductive member is substantially flush with the respective clamping surface 
[Fig. 5, e.g. 118 is flush with 134]. 
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Regarding claim 75, Paraschac discloses the clamping surface is insulative, since 
clamping surface [inner surface of 1 16, Fig. 5] includes insulative parts [146, 134]. 

Regarding claim 76, Paraschac discloses an ablation apparatus comprising first [116] and 
second [117] jaw assemblies [Fig. 5], the jaw assemblies being movable between open and 
closed positions, each jaw assembly having an elongated electrically conductive member [118, 
119], the conductive members in face to face relation and connectible to a bipolar energy power 
source [col. 7, 11. 5-9] so as to be of opposite polarity, each jaw assembly including an internal 
jaw support member [147, 148, Fig. 5] and an insulative cover [134, 164, 146, 156] that 
sufficiently surrounds the internal jaw support member to prevent contact of the internal jaw 
support member with the selected ablation area [Fig. 5]. 

Regarding claim 77, it is inherent that each jaw assembly includes an opening disposed 
for receiving a respective conductive member therein, since there is a conductive member within 
each jaw assembly. 

Regarding claim 78, it is inherent that each insulative cover includes an opening disposed 
for receiving a conductive member therein since each insulative cover [e.g. 146 and 134 for jaw 
assembly 116] surrounds its respective conductive member [147]. 

Regarding claim 79, Paraschac discloses each insulative cover is located on each side of 
the respective elongated conductive member and forms the clamping surface [e.g. Fig. 5, 
insulative cover part 134 forms part of clamping surface of jaw 1 16]. 

Regarding claim 80, Paraschac discloses each elongated conductive member protrudes 
through an opening in the respective insulative cover [Fig. 5]. 
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Claims 50, 54, 56, 58, 67-70 and 72-75 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Kamiyama et al. (US 5151102). 

Regarding claim 50, Kamiyama discloses first and second jaw assemblies [10, Fig. 2], the 
jaw assemblies movable between open and closed positions, each jaw assembly having an 
elongated electrically conductive member [lOf] in face to face relation [Fig. 4], connectable to a 
bipolar energy power source [col. 2, 11. 19-23], each jaw assembly including at least one internal 
jaw support member [10b, Fig. 4] and including an insulative cover [10a] that surrounds the 
internal jaw support members, wherein the internal jaw support member is insualted relative to 
the conductive member [lOf] of the respective jaw assembly [Fig. 4]. 

Regarding claim 54, Kamiyama discloses each jaw assembly has a clamping surface 
[surface of element 10 in Fig. 4] with a width and each conductive member has a tissue 
contacting portion with a width [lOf] and wherein each tissue contacting portion has a width that 
is less than the width of the associated clamping surface [Fig. 4]. 

Regarding claim 56, Kamiyama discloses each conductive member [lOf] is located 
generally central to the associated jaw assembly [Fig. 4]. 

Regarding claim 58, Kamiyama discloses each jaw assembly has a clamping surface 
[surface of element 10 in Fig. 4], and a portion of the clamping surface is disposed on each side 
of the conductive member [lOf, Fig. 4]. 

Regarding claims 67, 68 and 73, it is inherent that there is an opening in the insulative 
cover [10a] disposed for receiving the respective conductive member [lOf] within each jaw 
assembly since the conductive member is seen as being within the insulative cover of each jaw 
member [Fig. 5]. The opening can also be considered a groove. 
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Regarding claim 69, Kamiyama discloses each jaw assembly has a clamping surface 
[surface of element 10 in Fig. 4] and each insulative cover [10a] is located on each side of the 
respective elongated conductive member of the corresponding jaw assembly and forms the 
clamping surface [Fig. 4]. 

Regarding claim 70, Kamiyama discloses at least two internal jaw support members [Fig. 
4, 10b] on each jaw. 

Regarding claim 72, Kamiyama discloses each jaw assembly has a clamping surface 
[surface of element 10 in Fig. 4] and each elongated conductive member [lOf] is flush with the 
respective clamping surface [Fig. 5]. 

Regarding claim 74, Kamiyama discloses the insulative cover [10a] insulates the 
corresponding internal jaw support member [10b] from the conductive member [lOf] [col. 2, 11. 
29-34]. 

Regarding claim 75, the clamping surface [surface of element 10 in Fig. 4] is insulative 
since it includes the surface of insulative cover [10a]. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claim 55 is rejected under 35 U.S.C. 103(a) as being unpatentable over Paraschac, 
as applied to claim 50 above. 
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Regarding claim 55, Paraschac teaches the claimed invention except for the specific 
length and width of the conductive members. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to modify the length and width of the 
conductive members since it has been held that where the general conditions of a claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only routine skill 
in the art. In re Alter, 105 USPQ 233. 

Claim 81 is rejected under 35 U.S.C. 103(a) as being unpatentable over Paraschac in 
view of Morrison (US 3987795). 

Paraschac teaches a first [116] and second [117] jaw assemblies [Fig. 5], the jaw 
assemblies being movable between open and closed positions, each jaw assembly having an 
elongated electrically conductive member [118, 119], the conductive members in face to face 
relation and connectible to a bipolar energy power source [col. 7, 11. 5-9] so as to be of opposite 
polarity, each jaw assembly including at least one internal jaw support member [147, 148, Fig. 5] 
and an insulative cover [134, 164, 146, 156] that surrounds the internal jaw support member. 
However, Paraschac fails to teach the insulative cover completely surrounding the internal jaw 
support member. Morrison teaches an internal jaw support member [32, i.e. electrode] 
completely surrounded by an insulative cover [36, Fig. 34] in a bipolar jaw assembly [col. 4, 11. 
20-24] in order to ensure that arcing occurs at both electrodes [col. 9, 11. 42-45]. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of invention to modify the 
device as taught by Paraschac by completely surrounding the internal jaw support member with 
an insulative cover as taught by Morrison in order to ensure that arcing occurs at both electrodes. 
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Response to Arguments 

Applicant's arguments filed 4/1 1/08 have been fully considered but they are not 
persuasive. The new claim limitations have been addressed above. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VICTORIA W. CHEN whose telephone number is (571)272- 
3356. The examiner can normally be reached on M-F 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda Dvorak can be reached on (57 1 ) 272-4764. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Victoria W Chen/ 
Examiner, Art Unit 3739 



/Michael Peffley/ 

Primary Examiner, Art Unit 3739 



